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1 . The response of the applicant has been read and given careM consideration. Responses 
to the argument of the apphcant are presented after the first rejection to which they are directed. 
The obviousness double patenting is withdrawn based upon the amendments of the claims. 

2. The following is a quotation of the first paragraph of35U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claim 6 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. 

This claim is incomplete as to form an optical recording medium, a substrate must be 
present and the cyanine dye is coated/provided upon the substrate as part of an optical recording 
material film/layer. This is a critical clement. The specification fails to teach an optical 
recording medium with out a substrate, specifically the cyanine dyes are not self supporting. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the apphcant regards as his invention. 

5. Claims 1, 4 & 5 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claims 1, at line 7, after "benzyl groups, and", please insert - - when not a pair or 
benzyl groups- -. To make it clear that this altemative is embraced by the claims. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1 and 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over any one 
of Hamada et al. JP 2000-168233, in view of Nagatani et al. JP 10-278426, JPO Abstract of JP 
03-224793 and Sakai et al. JP 58-021746. 

Hamada et al. JP 2000-168233 (machine translation attached) teaches optical recording 
media using the indoleneic trimethine cyanine dyes of formula 1, where Y1-Y3 may be formula 
III, where R4 is phenyl and 1 is one, m is zero to form a benzyl moiety. Further, this may be 
substituted by halogen, alkyl, alkenyl, alkenoxy, or alkoxy. (abstract and [0018-0021]. See dyes 

7 and 10 which have N- ethylphenyl substituents. The resulting media have high stability and 
reliability (abstract and [001 1]) 

Nagatani et al. JP 10-278426 (machine translation provided) teaches optical recording 
media with the indoleneic trimethine cyanine dyes of formula 1 where R1-R6 can be hydrogen, 
alkoxy, alkoxy, alkylhydroxy, aralkyl, alkenyl, alkylcarbonyl or alkylsulfonyl. (abstract and 
0011]) 

JPO Abstract of JP 03-224793 (but not the document itself) teaches that Rl-3 can be Cl- 

8 alkyl, phenyl or benzyl.( © is 1991). 

Sakai et al. JP 58-021746 teaches a cyanine analog where the terminal moieties are 

indolenic. Dyes H-1 1 and H-12 (page 3) show the benzyl moieties as N substituents. Dye H-10 
shows where the benzyl moieties are bound to the carbon adjacent to the linkage binding the two 
terminal moieties. 
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It would have been obvious to one of ordinary skill in the art to modify dyes 7 or 
10 of Hamada et al. JP 2000-168233 by forming the benzyl analogs where two benzyl moieties 
are bound to the carbon of the indolene ring in place of an aUcyl moiety to form the dyes of the 
claims and to use these in optical recording media with a reasonable expectation of realizing the 
benefits ascribed to these dyes by Hamada et al. JP 2000-168233 108510 based upon the known 
use of aralkyl moieties in both locations as evidenced by Nagatani et al. JP 10-278426 and 
specifically benzyl moieties as disclosed in JPO Abstract of JP 03-224793 and the indoleneic 
dyes of Sakai et al. JP 58-021746 which bear paired benzyl moieties. 

The applicant is correct that the dye is not exemplified. The applicant argues that 
Nagataki et al. teaches away from the claimed invention, while there is a teaching of a 
preferences to alkyl moieties, there is no teaching that the aralkyl moieties do not work. The 
applicant refers to a machine translation of JP 03-224793, but there is no machine translation in 
the record or for that matter available as it was published before 1993. Only the Derwent 
Abstract is in English. The applicant argues as if the abstract is not a document itself Although 
the abstract is not supported by the mderlying Japanese text in the patent document, it can 
motivate one, particularly one not reading Japanese, to make changes. While JP 58-021746 
describes hydrazones, these are clearly structurally related to the indolenic cyanine dyes, 
specifically the indolenic terminal moieties bound by a chain with alternating double bonds and 
can serve to establish that the formation of indolenic terminal moieties was known and serves to 
establish a reasonable expectation of success in being able to form indolenic cyanine dyes with 
paired benzyl moieties. 
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The comparative data in the instant specification only uses dyes having soley aUcyl 
substitutents (see table 1), while the closest prior art is dye 7 [0027] of Hamada et al. 2000- 
168233. The applicant has not offered a reasonable basis as to why the comparative examples 
with compounds which do not include an alkylaryl moiety would be preferable to a comparison 
using the prior art compounds identified, particularly in view of these compounds would be 
availible as the assignees for the Hamada reference and the instant application are the same. The 
examiner recognizes the difference between the compounds of the claims and those of the 
primary references as evidenced bythe articulation of the rejection. The applicant argues that the 
teachings of the prior art only relate to symmetric compounds. Hamada et al. would remains as 
the closest art, noting that assymetric dyes are exemplified in formulae 1 1-13 [0031-0033] and 
dye 12 might be the closest prior art. 

The rejection stands. 

8. Claims 1 and 4-6 are rejected under 35 U.S. C. 103(a) as being unpatentable over any one 
of Hamada et al. JP 2000-168233, in view of Nagatani et al. JP 10-278426, JPO Abstract of JP 
03-224793 and Sakai et al. JP 58-021746, further in view of Sato et al. '839. 

Sato et al. '839 teach the increase in the solubility of cyanine dyes when the N 
substituents are different from one another (abstract and 2/4-15). The addition of stabilizers 
(quenchers) to recording layers is disclosed as enhancing the stability of recording layer (21/57- 
23/35). 

To address the embodiments using compounds which are symmetric except for the N 
substituents (such as compound 23), as well as the issue of the effects of asymmetry, the 
examiner cites Sato et al. '839 and holds that it would have been obvious to use asymmetry in the 
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cyanine dyes and optical recording media including them in the recording layer rendered obvious 
by the combination of Hamada et al. JP 2000-168233 with Nagatani et al. JP 10-278426, JPO 
Abstract of JP 03-224793 and Sakai et al. JP 58-021746, such as that induced by using different 
N substitutents as taught by Sato et al. '839 to increase the stability of the dye compositions due 
to the increased solubility and resistance to degradation by light as evidenced in tables in 
columns 31 and 32. 

9. Claims 1 and 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over any one 
of Hamada et al. JP 2000-168233, in view of Nagatani et al. JP 10-278426, JPO Abstract of JP 
03-224793, Sakai et al. JP 58-021746 and Sato et al. '839, further in view of Tominaga et al. JP 
2000-108510 or Tominaga et al. 2000-289335. 

Tominaga et al. JP 2000-108510 (machine translation attached) teaches optical recording 
media using the indoleneic trimethine cyanine dyes of formula I, where A may be phenyl and X 
may be methylene to form a benzyl moiety. Further, this may be substituted by halogen, alkyl, 
alkenyl, alkenoxy, or alkoxy. (abstract and [0018-0021]. See dye 3 has N- ethylphenyl 
substituents. The media have high photostability, preservation stability and solubility (abstract 
and [0015]). 

Tominaga et al. 2000-289335 (machine translation attached) teaches optical recording 
media using the indoleneic trimethine cyanine dyes of formula 1, where R2 may be phenyl, 1 may 
be zero and Rl may be methylene to form a benzyl moiety. Further, this may be substituted by 
nitro, cyano, halogen, alkyl, alkoxy or the like, (abstract and [0018-0021]. See dye 3,which has 
N- ethylphenyl substituents. The media have high photostability, preservation stability and 
solubility (abstract and [0015]). 
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To address the issue of comparative data vs. alkyl substiututed cyanine dyes, the 
examiner cites Tominaga et al. JP 2000-108510 or Tominaga et al. 2000-289335 which evidence 
the advantages of using the aralkyl substitutents over alkyl substitutetns, and holds that this 
benefit would be realized in the media using the benzyl substituted dyes rendered obvious by the 
combination of Hamada et al. JP 2000-168233 withNagatani et al. JP 10-278426, JPO Abstract 
of JP 03-224793, Sakai et al. JP 58-021746 and Sato et al. '839 as discussed above. 
10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Martin J Angebranndt/ 
Primary Examiner, Art Unit 1795 
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